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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 

1 . 1 7(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.1 14. Applicant's submission filed on 02/26/2007 has been entered. 

Response to Arguments 

2. Applicant's arguments filed on 02/26/2007 have been fully considered but they 
are not persuasive. 

On page 8 of the Remarks section, Applicant discloses that the pending claims have been 
amended to recite similar features to those already allowed in U.S. Application 10/245518 (now 
issued as U.S. Patent 7,127,051). 

In response, a double patenting rejection is being issued with this action. 

Applicants argue that claims 1-3, 5-19 recite or incorporate features that are not taught or 
suggested by Fuller, Jones, and Dent. Independent claim 1, for example, applicants state, recites, 
"The virtual telephone number associated with a dialed telephone number in the native transport 
network." 

Examiner respectfully disagrees. Fuller discloses associating the virtual telephone 
number to "another" telephone number existing in the native transport network (the telephony 
device includes an identifier: MSISDN - column 3, lines 39-40. "There is an association in the 
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switching network between this number and the MSISDN, such that incoming calls made to the 
virtual fixed-line number are translated to the MSISDN number" - column 2, lines 3-6. "The SCP 
43 ... converts the number to an MSISDN" - column 5, line 57; see also column 8, lines 55-57. 
SCP 43 includes a database - column 8, line 48. HLR 44 includes a database - column 5, line 30). 

Also, it appears that Applicants have anticipated the above response by stating that in 
Fuller and Jones, then a caller dials the "common virtual fixed line number and that number is 
converted to an MSISDN. In the pending claims, however, continue applicants, "the virtual 
number is associated with a dialed telephone number in the native transport network." 

As can be seen above, Applicants anticipate the Examiner's response by repeating the 
exact limitation, which is present in the claim, to support the argument. Therefore, Examiner 
finds that Applicant's arguments fail to comply with 37 CFR 1.1 1 1(b) because they amount to a 
general allegation that the claims define a patentable invention without specifically pointing out 
how the language of the claims patentably distinguishes them from the references. 

Applicants further state that the prima facie cases all require an impermissible change to 
fuller's principle of operation. As the above paragraphs explained, fuller's principle of operation 
is to convert a "common virtual fixed line number into two or more MSISDNs. In Fuller, then, a 
caller dials the "common virtual fixed line number" and that number is converted to an 
MSISDN. In t he pending claims, however, continue applicants, "the virtual number is associated 
with a dialed telephone number in the native transport network." Because the patent law 
prohibits changing a principle of operation to support a prima facie case, any proposed 
combination involving Fuller "teaches away" and cannot support the 103 rejections of the 
pending claims. 
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Examiner respectfully disagrees. It is not clear to Examiner how the disclosure of a caller 
dials the "common virtual fixed line number and that number is converted to an MSISDN" 
teaches away from the disclosure, "the virtual number is associated with a dialed telephone 
number in the native transport network." Applicants is respectfully invited to provide further 
disclosure for that matter. Also, a prior art's mere disclosure of more than one alternative does 
not constitute a teaching away from any of these alternatives because such disclosure does 
not criticize, discredit, or otherwise discourage the solution claimed...." In re Fulton, 
391 F.3d 1195, 1201, 73 USPQ2d 1141, 1146 (Fed. Cir. 2004). 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper time wise extension of the "right to exclude" granted by a patent and to 
prevent possible harassment by multiple assignees. A nonstatutory obviousness-type double 
patenting rejection is appropriate where the conflicting claims are not identical, but at least one 
examined application claim is not patentably distinct from the reference claim(s) because the 
examined application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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Claims 1-3, 5-19 rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-24 of U.S. Patent No. 7127051. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
claim 1 and claim 1 1 of the present application describe a method and system comprising 
receiving a call directed to a virtual telephone number in a service-providing network, the call 
originating from a native transport network having limited capability of providing advanced 
telephony service, the virtual telephone number associated with dialed telephone number in the 
native transport network, the service-providing network providing intelligent services to said 
call, wherein the virtual telephone number utilizes the intelligent services provided by the 
serviee-prox6ding network; routing said call to the separate native transport network for 
termination; and monitoring a duration of said call traversing the service-providing network. 
Whereas, claim 1 of U.S. Patent No. 7127051 describes a system comprising: a native transport 
network in communication with said telephony device and in communication with a service- 
providing network, the native transport network having limited capability of providing the 
advanced telephony service, the service-providing network providing the advanced telephony 
service; and a database in communication with said native transport network, wherein the 
database associates a virtual telephone number with a dialed telephone number of the telephony 
device, the virtual telephone number utilizing the advanced telephony service provided by the 
service-providing network; the native transport network routing a call directed to the virtual 
telephone number to the service-providing network; and receiving the advanced telephony 
service from the service-providing network, wherein the service-providing network then routes 
the call to its terminating network destination. 
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As can be seen above the claims describe similar features that are not patentably distinct 
from each other. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-3, 5-8, 10-14, 16, and 18-19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Fuller (US Patent Number 6,775,546) in view of Jones et al. (US Patent 
Number 6195,422). 

Regarding claim 1, Fuller discloses a method for monitoring communications usage 
(Figures 2 and 3), comprising: 

receiving a call (step 300 - Figure 3; column 8, line 55) directed to a virtual telephone number 
("common" or "virtual fixed line number" column 3, lines 31-38) in a service-providing network 
(the network depicted in Figure 2 at least including elements 41, 42, 43, 44), the call originating 
from a native transport network (the network depicted in Figure 2 at least including elements 21, 
30, 47) having limited capability (capability is fairly characterized as "limited") of providing 
advanced telephony service (step 303 -Figure 3; column 10, lines 12-14; column 5, lines 9-27), 
the virtual telephone number associated with dialed telephone number in the native transport 
network (the telephony device includes an identifier: MSISDN - column 3, lines 39-40. "There is 
an association in the switching network between this number and the MSISDN, such that 
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incoming calls made to the virtual fixed-line number are translated to the MSISDN number" - 
column 2, lines 3-6. 'The SCP 43 ... converts the number to an MSISDN" - column 5, line 57; 
see also column 8, lines 55-57. SCP 43 includes a database - column 8 5 line 48. HLR 44 includes 
a database - column 5, line 30), the service-providing network providing intelligent services to 
said call (for example: voice mail (VMS), call forwarding, etc - column 6, lines 45-50; Figure 2), 
wherein the virtual telephone number utilizes the intelligent services provided by the service- 
providing network for example: voice mail (VMS), call forwarding, etc - column 6, lines 45-50; 
Figure 2); routing said call to the separate native transport network (the network depicted in 
Figure 2 at least including elements 21, 30, 47) for termination (step 303 -Figure 3; column 10, 
lines 12-14). (See also column 5, lines 9-27). 

The two networks are considered "separate" as claimed because the service-providing 
network (the network depicted in Figure 2 at least including elements 41, 42, 43, 44) is wireline 
network while the native transport network (the network depicted in Figure 2 at least including 
elements 21, 30, 47) is wireless network as depicted in Figure 2. 

Although Fuller discloses billing or charging for the call in a fixed-tO-mobile basis 
(column 10, lines 15-17), Fuller does not specifically disclose monitoring the duration of the call 
traversing the service-providing network as claimed by applicant. 

However, Jones et al. discloses a method including monitoring a duration of a call for 
billing purposes. After accepting a call (step S 14 - Figure 4) the service-providing 
system/network (CCS 18), routes the call (step S 16 -Figure 4), monitors the duration of the call 
and generates a bill (step S 17 - Figure 4); see column 14, lines 4-19 (especially line 8). Jones et 
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al.'s method has the advantage of providing for better accuracy of billing since the call is 
monitored and timed. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to monitor the duration of the call in Fuller's invention as suggested by 
himself by teaching billing or charging for the call because such monitoring provides for 
accuracy of billing. 

Regarding claim 2, Fuller and Jones et al disclose everything claimed as applied above 
(see claim 1). In addition, as explained above the combination discloses monitoring a status of 
said call (monitoring for billing: step S 17 - Figure 4; see column 14, lines 4-19 (especially line 
8) - Jones et al.). 

Regarding claim 3, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). In addition, as explained above Fuller discloses routing said call to an original 
destination via the separate native transport network (step 303 -Figure 3; column 10, lines 12-14; 
column 5, lines 9-27). 

Regarding claim 5, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). In addition, Fuller discloses that the service-providing network is a network 
selected from the group consisting of a wireline network, a wireless network, and a packet- 
switching network. For example, wireline/fixed-line network (depicted in Figure 2 at least 
including elements 41, 42, 43, 44). 

Regarding claim 6, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). In addition, Fuller discloses associating the virtual telephone number to a wireless 
telephone number existing in the native transport network (the telephony device includes an 
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identifier: MSISDN - column 3, lines 39-40. "There is an association in the switching network 
between this number and the MSISDN, such that incoming calls made to the virtual fixed-line 
number are translated to the MSISDN number" - column 2, lines 3-6. "The SCP 43 ... converts 
the number to ,an MSISDN" - column 5, line 57; see also column 8, lines 55-57. SCP 43 
includes a database - column 8, line 48. HLR44 includes a database - column 5, line 30). 

Regarding claim 7, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). In addition, Fuller discloses associating the virtual telephone number to "another" 
telephone number existing in the native transport network (the telephony device includes an 
identifier: MSISDN - column 3, lines 39-40. "There is an association in the switching network 
between this number and the MSISDN, such that incoming calls made to the virtual fixed-line 
number are translated to the MSISDN number" - column 2, lines 3-6. "The SCP 43 ... converts 
the number to an MSISDN" - column 5, line 57; see also column 8, lines 55-57. SCP 43 includes 
a database - column 8, line 48. HLR 44 includes a database - column 5, line 30). 

Regarding claim 8, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). In addition, Fuller discloses that the native transport network is a network selected 
from the group consisting of a wireline network, a wireless network, and a packet-switching 
network. For example, wireless network (depicted in Figure 2 at least including elements 21, 30, 
47) 

Regarding claim 10, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). In addition, Fuller further discloses billing the subscriber (user; account) based on 
the duration of the call ("billing system 49 [...] generates billing information for charges incurred 
by the user of the handset 21"- column 5, lines 44-46; "billing system 49 is controlled to charge 
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the common number account for the fixed-to-mobile leg of the call" - column 10, lines 15-17). 
Jones et al. also discloses billing the subscriber (customer) based on a duration of the call (step S 
19 - Figure 4). 

Regarding claim 11, Fuller discloses a system for monitoring communications usage 
providing an intelligent service (Figures 2 and 3), the system operative (Applicants are 
respectfully invited to change the language "operative" to "comprising") to receive a call (step 
300 - Figure 3; column 8, line 55) directed to a virtual telephone number ("common" or "virtual 
fixed line number" column 3 5 lines 31-38) in a service-providing network (the network depicted 
in Figure 2 at least including elements 41, 42, 43, 44), the call originating from a native transport 
network (the network depicted in Figure 2 at least including elements 21, 30, 47) having limited 
capability (capability is fairly characterized as "limited") of providing advanced telephony 
service (step 303 -Figure 3; column 10, lines 12-14; column 5, lines 9-27), the virtual telephone 
number associated with dialed telephone number in the native transport network (the telephony 
device includes an identifier: MSISDN - column 3, lines 39-40. "There is an association in the 
switching network between this number and the MSISDN, such that incoming calls made to the 
virtual fixed-line number are translated to the MSISDN number" - column 2, lines 3-6. "The SCP 
43 ... converts the number to an MSISDN" - column 5, line 57; see also column 8, lines 55-57. 
SCP 43 includes a database - column 8, line 48. HLR 44 includes a database - column 5, line 30), 
the service-providing network providing intelligent services to said call (for example: voice mail 
(VMS), call forwarding, etc - column 6, lines 45-50; Figure 2), wherein the virtual telephone 
number utilizes the intelligent services provided by the service-providing network (for example: 
voice mail (VMS), call forwarding, etc - column 6, lines 45-50; Figure 2); route said call to the 
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separate native transport network (the network depicted in Figure 2 at least including elements 
21, 30, 47) for termination (step 303 -Figure 3; column 10, lines 12-14). (See also column 5, 
lines 9-27). 

The two networks are considered "separate" as claimed because the service-providing 
network (the network depicted in Figure 2 at least including elements 41, 42, 43, 44) is wireline 
network while the native transport network (the network depicted in Figure 2 at least including 
elements 21, 30, 47) is wireless network as depicted in Figure 2. 

Although Fuller discloses billing or charging for the call in a fixed-to-mobile basis 
(column 10, lines 15-17), Fuller does not specifically disclose monitoring the duration of the call 
traversing the service-providing network as claimed by applicant. 

However Jones et al. discloses a method including monitoring a duration of a call for 
billing purposes. After accepting a call (step S 14 - Figure 4) the service-providing 
system/network (CCS 18), routes the call (step S 16 -Figure 4), monitors the duration of the call 
and generates a bill (step S 17 -Figure 4); see column 14, lines 4-19 (especially line 8). Jones et 
al.'s method has the advantage of providing for better accuracy of billing since the call is 
monitored and timed. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to monitor the duration of the call in Fuller's invention as suggested by 
himself by teaching billing or charging for the call because such monitoring provides for 
accuracy of billing. 

Regarding claim 12, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1 1). In addition, as explained above the combination discloses the intelligent service 
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also monitors a status of the call (monitoring for billing: step S !7 - Figure 4; see column 14, 
lines 4-19 (especially line 8) -Jones et al.). 

Regarding claim 13, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). In addition, as explained above Fuller discloses routing said call to an original 
destination via the separate native transport network (step 303 -Figure 3; column 10, lines 12-14; 
column 5, lines 9-27). 

Regarding claim 14, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1 1). In addition, Fuller discloses (a database i.e., SCP 43 / HLR 44 either singularly or 
in combination) associating the virtual telephone number to "another" telephone number existing 
in the native transport network (the telephony device includes an identifier: MSISDN - column 3, 
lines 39-40. "There is an association in the switching network between this number and the 
MSISDN, such that incoming calls made to the virtual fixed-line number are translated to the 
MSISDN number" - column 2, lines 3-6, "The SCP 43 ... converts the number to an MSISDN" - 
column 5, line 57; see also column 8, lines 55-57. SCP 43 includes a database - column 8, line 
48. HLR 44 includes a database - column 5, line 30. Therefore, SCP 43 / HLR 44 either 
singularly or in combination read as the claimed database). 

Regarding claim 16, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1 1). In, addition, Fuller's service-providing network is fairly characterized as an 
advanced intelligent network as claimed. Furthermore, Jones et al.'s service-providing network is 
an advanced intelligent network as claimed (column 5, line 10). 

Regarding claims 18-19, Fuller and Jones et al. disclose everything claimed as applied 
above (see claim 1 1). In addition, Fuller discloses wherein the service-providing network 
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modifies caller information associated with the call (messages accompanying the call). (The 
telephony device includes an identifier: MSISDN - column 3, lines 39-40. "There is an 
association in the switching network between this number and the MSISDN, such that incoming 
calls made to the virtual fixed-line number are translated to the MSISDN number" - column 2, 
lines 3-6. "The SCP 43 ... converts the number to an MSISDN" - column 5, line 57; see also 
column 8, lines 55-57). The call is not routed back to the service-providing network in an endless 
loop because the call is properly routed/forwarded (column 6, lines 45-50; Figure 2). 

6. Claims 9, 15 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fuller (US Patent Number 6,775,546) in view of Jones et al. (US Patent Number 6195,422) 
as applied to claims I and 1 1 above, and further in view of Dent (US Patent Application 
Publication Number 2003/0050100). 

Regarding claim 9, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1). However, Fuller and Jones et al. fail to specifically disclose billing a 
telecommunications provider of said native transport network for said monitoring. 
Dent discloses a method including monitoring a duration of a call (steps 206-212 - Figure 4) for 
billing purposes (step 214 - Figure 4); see paragraph 0027. "Apart from the economic benefits, 
communication quality benefits from the ability to access a larger number of antenna sites 12 
allowing more frequent use of transmit and receive diversity to improve communications" - 
paragraph 0028. Another advantage is providing for better accuracy of billing since the call is 
monitored and timed. 

In addition, Dent discloses billing a telecommunications provider of a native transport 
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network for said monitoring; see paragraph 0016, especially last sentence, paragraph 0027, 
especially last three sentences, and paragraph 0026, especially last two sentences. Dent's method 
has several advantages such as cross-bill (paragraph 0026, last two sentences), and enhanced 
roaming services (paragraph 0006). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify Fuller and Jones et al. for billing a telecommunications 
provider of a native transport network for said monitoring for the advantage of cross-billing and 
allowing enhanced roaming services. 

Regarding claim 15, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 1 1). In addition, Fuller discloses (a database i.e., SCP 43 / HLR 44 either singularly or 
in combination) associating the virtual telephone number to a voice-based telephone number 
existing in the native transport network (the telephony device includes an identifier: MSISDN- 
column 3, lines 39-40. "There is an association in the switching network between this number 
and the MSISDN, such that incoming calls made to the virtual fixed-line number are translated to 
the MSISDN number" - column 2, lines 3-6. "The SCP 43 ... converts the number to an 
MSISDN" - column 5, line 57; see also column 8, lines 55-57. SCP 43 includes a database - 
column 8, line 48. HLR 44 includes a database - column 5, line 30. Therefore, SCP 43 / HLR 44 
either singularly or in combination read as the claimed database). 

However, Fuller and Jones et al. fail to specifically disclose that the voice-based 
telephone number is packet voice-based telephone number as claimed. 

In analogous art, Dent discloses that the service-providing network includes a packet- 
switching network (IP-based communications or Internet network -paragraph 0025, especially 
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last line). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to include a packet-switching network capabilities with corresponding 
packet voice-based telephone number in Fuller and Jones et al.'s invention because this would 
enable Internet access as suggested by Dent which is very desirable. 

Regarding claim 17, Fuller and Jones et al. disclose everything claimed as applied above 
(see claim 11). However, Fuller and Jones et al. fail to specifically disclose a packet-switching 
network as claimed. 

In analogous art, Dent discloses that the service-providing network includes a packet- 
switching network (IP-based communications or Internet network -paragraph 0025, especially 
last line). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to include a packet-switching network capabilities in Fuller and Jones et 
al.'s invention because this would enable Internet access as suggested by Dent which is very 
desirable. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pierre-Louis Desir whose telephone number is (571) 272-7799. 
The examiner can normally be reached on Monday-Friday 8:00AM- 5:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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